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Foreword 

Applicant's statements in tlie response dated Jan. 28, 2009 regarding tlie prior 
filing of various claim sets are acknowledged. To clarify the record, for the non-final 
Office action dated Oct. 30, 2008, the examiner examined the most recent claim set that 
was filed with the Office at the time of the examination. That claim set was filed Jul. 1 1 , 
2008 and stated, "The following list of claims will replace all previous versions and 
listings of claims" (see page 2 of the Jul. 1 1 , 2008 filing). 

DETAILED ACTION 

The amendments and arguments filed Jan. 28, 2009 are acknowledged and have 
been fully considered. Claims 1-18 are amended (the text of claims 1 and 14 have 
been amended, and all other claims are amended via their dependency on either claim 
1 or 14); claims 19 and 20 are withdrawn. 

The rejection of claims 1-18 under 35 U.S.C. 103(a) is maintained as discussed below. 
No new grounds of rejection are set forth below. 

Claim Rejections - 35 USC §112 (1^* Paragraph!) 
The following is a quotation of the first paragraph of 35 U.S.C. 1 1 2: 

The specification sliall contain a written description of tine invention, and of tlie manner and process of 
mailing and using it, in sucli full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 
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Claims 1-18 are rejected under 35 U.S.C. 112, first paragraph, as failing to 
comply with the written description requirement. 

The claim(s) contain subject matter which was not described in the specification 
in such a way as to reasonably convey to one skilled in the relevant art that the 
inventor(s), at the time the application was filed, had possession of the claimed 
invention. 

The response filed Jan. 28, 2009 has introduced NEW MATTER into the claims. 
Amended claims 1 and 14 recite "... wherein the yarns in the warp direction are 
positioned such that each single elastic yarn is separated from other elastic yarns by at 
least one cotton yarn ". Written description support is lacking for the full scope of this 
limitation because the specification does not disclose any embodiment wherein in the 
warp direction, each single elastic yarn is separated from other elastic yarns by at least 
one cotton yarn". 

The response did not point out where support for amended claims 1 and 14 could 
be found in the originally filed disclosure. Although the PTO has the initial burden of 
presenting evidence or reasons why persons skilled in the art would not recognize in the 
disclosure a description of the invention defined by the claims, when filing an 
amendment an applicant should show support in the original disclosure for new or 
amended claims. See MPEP 714.02 and 2163.06 ("Applicant should therefore 
specifically point out the support for any amendments made to the disclosure."). Instant 
claims 1 and 14 now recite limitations, which were not clearly disclosed in the 
specification as filed, and now change the scope of the instant disclosure as filed. Such 
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limitations recited in amended claims 1 and 14, which did not appear in the 
specification, as filed, introduce new concepts and violate the description requirement of 
the first paragraph of 35 U.S.C 112. Applicant is required to provide sufficient written 
support for the limitations recited in present claims 1 and 14 in the specification or 
claims, as-filed, or remove these limitations from the claims in response to this Office 
Action. 

Claim Rejections - 35 USC § 103 (l\/laintainecl) 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the phor art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1, 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 
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under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner to 
consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 
prior art under 35 U.S.C. 103(a). 

Claims 1, 2, and 6-11 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over ROBERTS (U.S. 6,267,744; Issued Jul. 31, 2001; Reference No. 
1 on IDS dated Mar. 9, 2006) in view of MORE (U.S. Patent No. 5,092,318; Issued 
Mar. 3, 1992) as evidenced by (Informational Article: "Something holistic about 
elastic" Jul. 21, 2001, via the Internet Archive). 

1 . Roberts discloses elastic bandages having a substrate comprising warp and weft 
yarns (abstract; col. 1, lines 30-54). The substrate taught by Roberts comprises elastic 
and cotton yarns in a warp direction and Roberts teaches an embodiment wherein the 
warp elastic and inelastic yarns are arranged such that on each side of the elastic yarn 
is an inelastic yarn (element (b) of instant claim 1) (col. 1, lines 30-54, especially lines 
41-43; col. 2, lines 7-8, 58-60, and 66 to col. 3, line 1). Roberts teaches that the weft 
yarns comprise cotton (element (c) of instant claim 1) (col. 3, lines 4-7). Furthermore, 
the bandages of Roberts et al. comprise an adhesive on the substrate material (element 
(d) of instant claim 1) (col. 1, lines 3-23; col. 1, lines 46-64). 

2. Roberts does not teach knitted fabrics and do and are silent as to the presence 
of a lock-stitch on opposing edges of the substrate. 

3. However, More discloses elastic bandages that are knitted and comprise a lock 
stitch at the edges of the fabric (abstract; col. 3, line 53-54; col. 4, lines 30-37). 
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4. It would have been prima facie obvious to one of ordinary skill in the art at the 
time of the invention to have produced the bandages of Roberts with knitted fabric since 
it is well known that knitted fabric has superior elastic properties relative to woven 
fabrics (see Internet Archive evidentiary reference). It would also have been prima facie 
obvious to one of ordinary skill in the art at the time of the invention to Include a lock 
stitch at both edges of the bandage fabhc since More teaches that It Is advantageous to 
include a lock stitch at the edges of their bandages to prevent fraying and that a lock 
stitch is more comfortable and nonallergenic than other types of ravel prevention. In 
light of these teachings, one of ordinary skill in the art at the time the Invention was 
made would have been motivated to produce the bandage fabric taught by Roberts as a 
knit fabric and to include a lock-stitch at the opposing edges to achieve a bandage with 
improved elastic properties and comfortability. Thus, the combined teachings of 
Roberts and More render claim 1 obvious. 

5. Regarding claims 2, 6, and 7, Roberts is silent as to the total % weight of the 
cotton yarns in the fabric substrate and is silent as to the weight of the fabric substrate. 
However, the combination of Roberts and More teaches an elastic bandage that is 
substantially similar In form and substance to that Instantly claimed. The MPEP states 
that where the claimed and prior art products are identical or substantially Identical In 
structure or composition, or are produced by identical or substantially Identical 
processes, a prima facie case of either anticipation or obviousness has been 
established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 
"When the PTO shows a sound basis for believing that the products of the applicant and 
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the prior art are tlie same, tlie applicant has the burden of showing that they are not." In 
re Spada, 911 F.2cl 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). See MPEP § 
21 12.01 . Thus, in the absence of evidence to the contrary, it is the examiner's position 
that the weight of the cotton yarns in the bandage taught by the combination of Roberts 
and IVIore would be at least 97%, and the weight of the fabric substrate would be about 
230 g/m^, reading on claims 2, 6 and 7. 

6. Roberts teaches the use of elastic yarns formed from polyurethane (i.e. these 
fibers may be 100% polyurethane) (col. 2, lines 39-41), reading on instant claim 8. 

7. Regarding claims 9 and 10, Roberts teaches that the bandages of their invention 
have stretch characteristics that vary over a wide range (Figure 2). Since Roberts do 
not measure these characteristics in the same way as instantly claimed, it is not clear 
that these measurements are equivalent. However, it is noted that the claimed stretch 
and regain percentages are not limited in any other way. Thus, based on the teachings 
of Roberts (e.g. Figure 2), the bandages would have stretch of 85-95% at some point 
during the loading cycle test (e.g. see the right side of Figure 2). Further, it appears that 
the bandages would have a regain of 50-60% at some point as well (e.g. see the left 
side of Figure 2). 

8. The combination of Roberts and More teaches an elastic bandage that is 
substantially similar in form and substance to that instantly claimed. The MPEP states 
that where the claimed and prior art products are identical or substantially identical in 
structure or composition, or are produced by identical or substantially identical 
processes, a prima facie case of either anticipation or obviousness has been 
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established. In re Best, 562 F.2d 1252, 1255, 195 USPQ 430, 433 (CCPA 1977). 
"When the PTO shows a sound basis for believing that the products of the applicant and 
the prior art are the same, the applicant has the burden of showing that they are not." In 
re Spada, 911 F.2d 705, 709, 15 USPQ2d 1655, 1658 (Fed. Cir. 1990). See MPEP § 
21 12.01 . Thus, in the absence of evidence to the contrary, it is the examiner's position 
that the bandages taught by the combination of Roberts and More would have a stretch 
of between 85-95%, and would also have a regain of 50-60% at least at some point 
during their use, reading on claims 9 and 10. 

9. Roberts teaches that the adhesive comprises a pressure-sensitive adhesive (col. 
1, lines 16-18; claim 11), reading on instant claim 11. 

Claims 1 and 3-5 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Roberts in view of More as applied to claims 1, 2, 6, 7, and 8-11 above, and 
further in view of MORE (U.S. Patent No. 4,905,692; Issued Mar. 6, 1990) 
(hereinafter '692). 

10. The combination of Roberts and More teaches the elastic bandage of instant 
claim 1 as applied above. Roberts and More are silent as to the ply of the yarns 
employed in their inventions. Thus, neither Roberts nor More teach the use of single or 
double ply yarns. 

1 1 . However, '692 discloses a fabric for medical applications comprising warp and 
weft yarns. '692 teaches the use of single ply warp yarns (col. 2, line 67 to col. 3, line 
1). The MPEP states that the selection of known materials based on their suitability for 
their intended uses is prima facie obvious. See MPEP § 2144.07. Since the single ply 
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yarns are used by '692 for the same purpose taught by Roberts and More (i.e. 
construction of an elastic bandage), it would have been prima facie obvious to one of 
ordinary skill in the art at the time of the invention to use single ply yarns as taught by 
'692, in the bandages taught by Roberts, reading on instant claim 3. 

12. Regarding claim 4, Roberts and More do not teach weft yarns of 600-800 
Decitex. 

1 3. However, '692 teaches the use of weft yarns which have a denier of 1 20-800 (i.e. 
a Decitex measure of about 133-889 (col. 2, line 62-63). The MPEP states that the 
selection of known materials based on their suitability for their intended uses is prima 
facie obvious. See MPEP § 2144.07. Since these yarns are used by '692 for the same 
purpose taught by Roberts and More (i.e. weft knitting for an elastic bandage), it would 
have been prima facie obvious to one of ordinary skill in the art at the time of the 
invention to use single yarns of 600-800 Decitex as taught by '692, in the bandages 
taught by Roberts, reading on instant claim 4. 

14. Regarding claim 5, More is silent as to the type of yarn used for the lock stitch. 

15. However, '692 teaches that polyester fibers are useful for the synthetic fibers of 
their invention. The MPEP states that the selection of known materials based on their 
suitability for their intended uses is prima facie obvious. See MPEP § 2144.07. Since 
these yarns are used by '692 for the same purpose taught by Roberts and More (i.e. the 
construction of a lock-stitch containing elastic bandage), it would have been prima facie 
obvious to one of ordinary skill in the art at the time of the invention to use polyester 
yarns for the lock stitch, in the bandages taught by Roberts, reading on claim 5. 
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Claims 1 and 12-18 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Roberts In view of More as evidenced by (Informational Article: 
"Something holistic about elastic" Jul. 21, 2001, via the Internet Archive) as 
applied to claim 1 above, and in further view of CARTE (U.S. Patent No. 6,495,229; 
Issued Dec. 17, 2002). 

16. The combination of Roberts and More teaciies the elastic bandage of instant 
claim 1 as applied above. Regarding claim 12, neither Roberts nor More teach the use 
of a coadhesive. 

17. Carte discloses adhesive bandages that comprise coadhesives (abstract; col. 5, 
lines 5-22). Since a common usage of adhesive-containing elastic bandages is to wrap 
them around an injured portion of the body to provide support for the injured member, it 
would have been prima facie obvious to one of ordinary skill in the art at the time of the 
invention to use a coadhesive per the teachings of Carte in the bandages of Roberts, to 
provide a bandage that would adhere more readily to itself (i.e. to the coadhesive) 
relative to the body part to which it was applied. Thus, the combined teachings of 
Roberts, More, and Carte read on claim 12. 

18. Regarding claim 13, neither Roberts nor More teach discontinuous application of 
the adhesive. 

19. Carte teaches that the application of rubber-based adhesives to bandages as a 
continuous layer is disadvantageous because it limits the ability of the skin to properly 
release water (col. 1, lines 24-50). Carte further teaches the discontinuous application 
of adhesives onto such articles as bandages (col. 3, lines 21-29). Thus, it would have 
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been prima facie obvious to one of ordinary skill in the art at the time of the invention to 
apply the adhesive in a discontinuous fashion per the teachings of Carte in the 
bandages of Roberts, to provide an adherent bandage that would still have the required 
breathability, reading on instant claim 13. 

20. Regarding claim 14, the combination of Roberts and More renders obvious a 
knitted bandage with a lock stitch in opposing edges as applied above (element (a) of 
instant claim 14). Furthermore, Roberts discloses elastic bandages having a substrate 
comprising warp and weft yarns (abstract; col. 1, lines 30-54). The substrate taught by 
Roberts comprises elastic and cotton yarns in a warp direction and Roberts teaches an 
embodiment wherein the warp elastic and inelastic yarns are arranged such that on 
each side of the elastic yarn is an inelastic yarn (element (b) of instant claim 1) (col. 1 , 
lines 30-54, especially lines 41-43; col. 2, lines 7-8, 58-60, and 66 to col. 3, line 1). 
(element (b) of instant claim 14). Roberts teaches that the weft yarns comprise cotton 
(element (c) of instant claim 14) (col. 3, lines 4-7). Furthermore, the Roberts teaches 
the application of an adhesive on one side the substrate material (col. 1, lines 3-23; col. 
1, lines 46-49). 

21 . Neither Roberts nor More teach the use of a coadhesive. 

22. Carte discloses adhesive bandages that comprise coadhesives (abstract; col. 5, 
lines 5-22). Since a common usage of adhesive-containing elastic bandages is to wrap 
them around an injured portion of the body to provide support for the injured member, it 
would have been prima facie obvious to one of ordinary skill in the art at the time of the 
invention to use a coadhesive per the teachings of Carte in the bandages of Roberts, to 
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provide a bandage tliat would adhere more readily to itself (i.e. to the coadhesive) 
relative to the body part to which it was applied. Thus, the combined teachings of 
Roberts, More, and Carte read on claim 14. 

23. Roberts teaches that the inelastic yarns (i.e. cotton yarns) will have a much 
larger cross-sectional area than the elasticized yarns (col. 1, lines 65-66), reading on 

instant claim 15. 

24. Roberts teaches that the fabric substrate includes an elastic yarn with an 
inelastic (i.e. cotton) yarn on each side of the elastic yarn (col. 1, lines 41-43), reading 

on instant claim 16. 

25. Roberts teaches that the warp yarns are arranged such that pairs of twisted 
inelastic (i.e. cotton) yarns on each side of the elastic yarns have the same twist, the 
pairs on opposite sides of the inelastic yarns therefore having opposite twist directions 
(col. 1, lines 50-54), reading on instant claim 17. 

26. Regarding claim 18, Roberts are silent as to the method of applying the 
adhesive. Carte teaches that the discontinuous adhesive pattern may be applied by 
any means known to those in the art, such as blowing the adhesive onto the fabric 
substrate (col. 4, lines 51-54). Since Roberts is silent as to the application method for 
the adhesive, the ordinary artisan would have turned to the literature for guidance in this 
matter. Thus, it would have been prima facie obvious to one of ordinary skill in the art at 
the time of the invention to use the known technique of blowing the adhesive onto the 
fabric substrate per the teachings of Carte to produce the bandages of Roberts, in order 
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to provide a bandage that would be both adherent and breathable. Thus, the combined 
teachings of Roberts, More, and Carte read on claim 18. 

A reference is good not only for what it teaches by direct anticipation but also for 
what one of ordinary skill in the art might reasonably infer from the teachings. {In re 
Opprecht 12 USPQ 2d 1235, 1236 (Fed Cir. 1989); In re Bode 193 USPQ 12 (CCPA) 
1976). In light of the forgoing discussion, the examiner concludes that the subject 
matter defined by the instant claims would have been obvious within the meaning of 35 
use 103(a). From the teachings of the references, it is apparent that one of ordinary 
skill in the art would have had a reasonable expectation of success in producing the 
claimed invention. Therefore, in the absence of evidence to the contrary, the invention 
as a whole was prima facie obvious to one of ordinary skill in the art at the time the 
invention was made, as evidenced by the references. 

Response to Arguments 

Applicant argues that the references do not teach the limitations as currently 
presented on in the amended claims filed Jan. 28, 2009. The discussion presented 
supra details how the references render the instant claims obvious. As set forth in the 
rejections above, the references of record teach and/or suggest all of the instantly 
claimed limitations. 

Summary/Conclusion 

Claims 1-18 stand rejected. 

THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is reminded 
of the extension of time policy as set forth in 37 CFR 1 .136(a). 
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A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 



Contact Information 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kevin S. Orwig whose telephone number is (571)270- 
5869. The examiner can normally be reached Monday-Friday 7:00 am-4:00 pm (with 
alternate Fridays off). If attempts to reach the examiner by telephone are unsuccessful, 
the examiner's supervisor, Sharmila Landau can be reached Monday-Friday 8:00 am- 
5:00 pm at (571)272-0614. The fax phone number for the organization where this 
application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

KSO 



/David J Blanchard/ 

Primary Examiner, Art Unit 1643 



